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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 



1 . A request for continued examination ("RCE") under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.1 14. Applicant's submission filed on 22 December 2008 has been entered. 



2. This action is responsive to the above noted RCE and the associated amendments. 

3. This action has been assigned paper number 20090323 for reference purposes only. 

4. Claims 24-32, 35-39, and 42 are pending and have been examined. 



5. Applicants have filed a petition in the provisional application 60/416488. This petition 
seeks to have 202 pages added to the record. For the reasons set forth in the petition decision on 
10 February 2009, the Examiner does not consider the 202 pages as part of the original 
disclosure of the provisional. Therefore, the Examiner maintains his position that the provisional 
application does not show support under 35 U.S.C. § 112 1 st paragraph. Thus, the priority claim 
remains denied. 
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Specification 



6. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 C.F.R. § 1.75(d)(1), MPEP § 2181 and its discussion of C.F.R. 
§ 1.75(d)(1), and MPEP § 608.01(o). Correction of the following is required: 

a. "version 2.1 of the MasterCard Chip card specifications" in claims 24 and 37; 

b. "prepayment criteria" in claims 24, 28, 29, 30, 36, and 37; 

c. "predetermined threshold" in claim 36; 

d. "means for receiving at least one script command" in claim 37; and 

c. "means for altering at least one of said pre-authorized balance and said pre- 
authorized limit" in claim 37. 



7. Claim 37 objected to because of the following informalities: The claim contains two 
section "(d)"'s. While both are in regards to the processor, the lack of a "(c)" indicates that a 
typo is likely the reason for the two "(d)"'s. Appropriate correction is required. 



8. The following is a quotation of the first paragraph of 35 U.S. C. §112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



9. Claims 24-32, 35-39, and 42 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing 



Claim Objections 



Claim Rejections - 35 USC § 112 1 st Paragraph 



to comply with the written description requirement. The claim(s) contains subject matter which 



Application/Control Number: 10/680,373 
Art Unit: 3621 



Page 4 
Paper - 20090323 



was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

10. Applicants claim that the integrated circuit device is "compatible with version 2. 1 of the 
MasterCard Chip card specifications," in claims 24 and 37. However, there is no indication of a 
version 2.1 of the MasterCard Chip card specification in the original disclosure. 

11. Applicants also claim "prepayment amounts" and "prepayment criteria." The original 
disclosure contains reference to pre-approval but not prepayment. Therefore there is no evidence 
that Applicants had possession of a IC card complying with EMV specifications which contains 
a prepaid value. Applicants arc required to show support from their original disclosure for this 
concept or cancel it from their claims. 

12. Applicants further claim a "predetermined threshold" in claim 36. The original 
disclosure has no indication of a threshold. Applicants are required to show support from their 
original disclosure for this concept or cancel it from their claims. 



13. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

14. Claims 24-32, 35-39, and 42 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



Claim Rejections - 35 USC § 112 2 nd Paragraph 
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15. Claims 24 and 37 recite, that the integrated circuit device is "compatible with version 2. 1 
of the MasterCard Chip card specifications." However, there is no indication in the claims or 
disclosure as to what is needed to be compatible with this specification. Moreover, Applicants 
indicated "that the use of the EMV or MasterCard trademarks in some of the newly added claims 
does not render those claims indefinite, as the claims clearly identify the version of the published 
specifications at issue in each instance (which specifications are published at 
<http://www.emvco.com>), and a person of ordinary skill in the art would clearly understand the 
metes and bounds of the claimed invention in light of the claim language." The Examiner has 
reviewed the website indicated and cannot find a specification for MasterCard Chip version 2.1. 
Without seeing this version of the specification one of ordinary skill in the art would not be able 
to determine what has to exist to be compatible with this specification. 

16. Claims 24, 28, 29, 30, 36, and 37 recite a "prepayment criteria." The Examiner has 
reviewed the prior art and could not determine an appropriate definition for this phrase in this 
context. Applicants have failed to set forth a definition for this phrase. Therefore, as the phrase 
is considered indefinite. One of ordinary skill in the art would not understand what steps need to 
be taken to satisfy a "prepayment criteria." 

17. A patent applicant who employs means-plus- function language must set forth in the 
specification an adequate disclosure showing what is meant by that language. If an applicant fails 
to set forth an adequate disclosure, the applicant has in effect failed to particularly point out and 
distinctly claim the invention as required by the second paragraph of section 1 12. To avoid 
purely functional claiming in cases involving computer-implemented inventions, we have 
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consistently required that the structure disclosed in the specification be more than simply a 
general purpose computer or microprocessor. Because general purpose computers can be 
programmed to perform very different tasks in very different ways, simply disclosing a computer 
as the structure designated to perform a particular function does not limit the scope of the claim 
to 'the corresponding structure, material, or acts that perform the function, as required by section 
1 12 paragraph 6. Thus, in a means-plus-function claim in which the disclosed structure is a 
computer, or microprocessor, programmed to carry out an algorithm, the disclosed structure is 
not the general purpose computer, but rather the special purpose computer programmed to 
perform the disclosed algorithm. Consequently, a mcans-plus-function claim element for which 
the only disclosed structure is a general purpose computer is invalid if the specification fails to 
disclose an algorithm for performing the claimed function. 

18. For the following claimed means limitation, Applicants have failed to set forth in the 
specification an adequate disclosure showing what is meant by the language: 

f. "means for altering at least one of said pre-authorized balance and said pre- 
authorized limit" in claim 37. 

19. For each of these limitations, Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or step) 
plus function limitation under 35 U.S.C. §112, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly recites 
what structure, material, or acts perform the claimed function without introducing 
any new matter. See 35 U.S.C. 132(a). 
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20. If Applicant is of the opinion that the written description of the specification already 
implicitly or inherently discloses the corresponding structure, material, or acts so that one of 
ordinary skill in the art would recognize what structure, material, or acts perform the claimed 
function, Applicant is required to clarify the record by amending the written description of the 
specification such that it expressly recites the corresponding structure, material, or acts for 
performing the claimed function and clearly links or associates the structure, material, or acts to 
the claimed function, without introducing any new matter. See 35 U.S.C. 132(a). 

21. The claim limitation "means for receiving at least one script command via said interface," 
in claim 37, uses the phrase "means for," but it is modified by some structure, material, or acts 
recited in the claim. It is unclear whether the recited structure, material, or acts are sufficient for 
performing the claimed function which would preclude application of 35 U.S.C. 1 12, sixth 
paragraph, because it is not clear whether the interface is sufficient structure for performing the 
receiving. 

22. If applicant wishes to have the claim limitation treated under 35 U.S.C. 1 12, sixth 
paragraph, applicant is required to amend the claim so that the phrase "means for" or "step for" 
is clearly not modified by sufficient structure, material, or acts for performing the claimed 
function. 

23. If applicant does not wish to have the claim limitation treated under 35 U.S.C. 1 12, sixth 
paragraph, applicant is required to amend the claim so that it will clearly not be a means (or step) 
plus function limitation (e.g., deleting the phrase "means for" or "step for"). 
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Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



25. Claims 24-32, 35, and 36, as understood by the Examiner, are rejected under 35 U.S.C. 
103(a) as being unpatentable over Furuhashi (US 6,029,887) in view of Lee (US 6,003,014). 

26. As to claim 24, Furuhashi shows, 

A method for conducting a financial transaction using an integrated circuit device 
compliant with at least one of the EMV '96 integrated circuit card and the EMV 2000 
integrated circuit card specifications, said device issued by a device issuer, associated 
with a funding account having an account identifier, and capable of conducting off-line 
and on-line transactions with a payment card network, comprising: 

(a) storing (in recording sheet 13) a pre-authorized balance on said integrated 
circuit device ("reading out all of the receipt data carried upon this card which falls 
within a fixed time period, and then calculating the total amount of the payments 
thereof," C 26, LL 59-64), said integrated circuit device configured with an upper 
cumulative offline transaction amount data element compatible with version 2.1 of the 
MasterCard Chip card specifications, said upper cumulative offline transaction amount is 
used to store said pre-authorized balance, and said balance representing the value of 
transactions conducted with said device without on-line communication with said 
payment network for authorization of said transaction (Id.); 
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(b) providing said integrated circuit device with a pre-authorized limit ("money 
amount which is written to the IC card in the beginning," C 9, LL 39-51); 

(c) distributing said device to at least one person associated with said account for 
conducting said transaction (payer, Id.); 

(d) determining (S25, Figure 32) by said integrated circuit device to permit said 
financial transaction without first requesting on-line communication with said payment 
network for authorization of said transaction (S26-S30, Figure 32), when the transaction 
amount of said transaction is less than said pre-authorized limit less said pre-authorized 
balance (S25, Figure 32), and adding said transaction amount of said transaction to said 
pre-authorized balance (S28, Figure 32); 

(e) determining by said integrated circuit device to request on-line communication 
with said payment network before permitting said financial transaction when said 
transaction amount of said transaction is greater than said pre-authorized limit less said 
pre-authorized balance (The transaction amount cannot be both grater and less than the 
pre-authorized limit less the pre-authorized balance. Therefore, this limitation is 
considered a conditional limitation, where the condition has not been met. The alternate 
condition (d) has been met and the steps have been shown above.); 

(f) subtracting a first prepayment amount from said funding account ("settlement 
procedure" S10 under payee, Figure 29) and altering at least one of said pre-authorized 
balance and said pre-authorized limit stored on said integrated circuit device such that the 
difference between said pre-authorized balance and said pre-authorized limit increases by 
a second prepayment amount (C 29, LL 58-61), said second prepayment amount based on 
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said first prepayment amount, in response to satisfaction of at least one prepayment 
criteria (Id.); 

27. Furuhashi does not expressly show: 

(g) configuring said integrated circuit device to perform said transaction in an 
existing point of sale integrated circuit card reader compliant with at least one of the 
EMV '96 integrated circuit card and the EMV 2000 integrated circuit card specifications. 

28. However, Lee shows the use of an EMV (C 4, LL 35-57) IC card 12 being used with a 
stored value application program 13 and point of sale devices (CC 7-8, LL 54-6). 

29. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the teachings of Furuhashi to make the IC card compatible with the 
EMV specifications, as taught by Lee. This would give "cardholders the ability to use a single 
card for purchases at point of sale devices and transit applications" (Lee, C 8, LL 1-6). 

30. As to claims 25-27, each claim recites an express order for some of the steps performed 
above. There has been no evidence submitted that the order provides a different result. 
Therefore, it is the Examiner's position that each claim recites substantially the same steps 
performed in substantially the same manner which all provide the same result. 

3 1 . The Examiner recognizes that there are only 3 possible orders for the two steps (one first, 
the other first, or both at substantially the same time). Therefore, it would be obvious for one of 
ordinary skill in the art to try each order and use the one that fits their needs the best. 
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32. As to claim 28, Furuhashi further shows: 

said at least one prepayment criteria comprises receiving a prepayment request 
from a cardholder associated with said account (CC9-10, LL 60-2). 

33. As to claim 29, Furuhashi further shows: 

said at least one prepayment criteria further comprises having a balance in said 
account greater than or equal to said prepayment amount (S23, Figure 32). 

34. As to claim 30, Furuhashi further shows: 

said at least one prepayment criteria comprises receiving an on-line 
communication over said payment network for authorization of said transaction when 
said transaction amount of said transaction is greater than said pre-authorized limit less 
said pre-authorized balance (The transaction amount cannot be both grater and less than 
the pre-authorized limit less the pre-authorized balance. Therefore, this limitation is 
considered a conditional limitation, where the condition has not been met. The alternate 
condition (d) has been met and the steps have been shown above.). 

35. Rankl in view of Applicants' admitted prior art teaches the device as described in claim 
24 above. However, it does not expressly teach the specific data values recited in claims 3 1 and 
32. Nevertheless, the difference(s) are only found in the non-functional descriptive material and 
are not functionally involved in the steps recited nor do they alter the recited structural elements. 
The recited method steps would be performed the same regardless of the specific data. Further, 
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the structural elements remain the same regardless of the specific data. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of patentability, see 
In re Gulack, 703 F.2d 1381, 1385, 217USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2dl031 (Fed. Cir. 1994); MPEP 2106. 

36. As to claim 35, Furuhashi further shows: 

said altering at least one of said pre-authorized balance and said pre-authorized 
limit comprises transmitting a script message to update at least said upper cumulative 
offline transaction amount data element (C 30, LL 29-40). 

37. As to claim 36, Furuhashi further shows: 

said at least one prepayment criteria includes making a determination that the 
difference between said pre- authorized limit and said pre-authorized balance has fallen 
below a predetermined threshold (C 9, LL 52-59). 

38. Claims 37-39 and 42, as understood by the Examiner, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Rankl (Smart Card Handbook) in view of Applicants' admitted prior 
art (See below.). 



39. 



As to claim 37, Rankl shows: 

An integrated circuit payment device associated with a funding account for 
conducting a financial transaction, comprising: 
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(a) an interface (contactless data transfer type, Figure 2.4) configured to permit 
electrical communication with an existing point of sale integrated circuit card reader 
compliant with at least one of the EMV '96 integrated circuit card and the EMV 2000 
integrated circuit card specifications (at least EMV 2000 is contactless) , said reader 
further coupled to a payment network ("the card requests an online authorization of the 
payment by the background system," Page 569, Paragraph 1); 

(b) a memory ("memory chip," Figure 2.4), having at least one pre-authorized 
limit and at least one pre- authorized balance stored therein ("The data required for the 
application are stored in the memory," Page 19, Paragraph 1), said pre-authorized balance 
representing the value of transactions conducted with said device without on-line 
communication with said payment network for authorization of said transaction (Id.), and 
at least a portion of said memory comprising an upper cumulative offline transaction 
amount data storage area compatible with version 2.1 of the MasterCard Chip card 
specifications that stores the pre-authorized balance (Id.); 

(d) a processor ("Microcontroller chip," Figure 2.4), coupled to said interface 
(CPU and I/O connected in Figure 2.7) and said memory area (CPU and EEPROM 
connected in Figure 2.7), programmed to permit said financial transaction without 
requesting on-line communication via said interface with said payment network (the 
application-specific part of the program is loaded into the EEPROM after the card has 
been manufactured," Page 21, Paragraph 1), when the transaction amount of said 
transaction is less than said pre-authorized limit less said pre-authorized balance (Pages 
532, Paragraphs 1-2), and further programmed to add said transaction amount of said 



Application/Control Number: 10/680,373 
Art Unit: 3621 



Page 14 
Paper - 20090323 



transaction to said pre-authorized balance when said financial transaction is permitted 
(Page 529, Paragraph 2); 

(d) said processor further programmed to request on-line communication with 
said payment network via said interface before permitting said financial transaction when 
said transaction amount of said transaction is greater than said pre-authorized limit less 
said pre-authorized balance ("if the amount to be paid exceeds a certain limit, the card 
requests an online authorization of the payment by the background system," Page 569, 
Paragraph 1); 

(e) means for receiving at least one script command via said interface (contactless 
data transfer type, Figure 2.4), said script command corresponding to satisfaction of at 
least one prepayment criteria, said script command associated with a first prepayment 
amount previously debited from said funding account ("The most recent developments 
even allow application programs to be loaded into a card retroactively, after the card has 
already been personalized and issued to the cardholder," Page 21, Paragraph 1); 

(f) means for altering at least one of said pre-authorized balance and said pre- 
authorized limit stored in said memory (Page 529, Paragraph 2), in response to said at 
least one script command, such that the difference between said pre-authorized balance 
and said pre-authorized limit increases by a second prepayment amount, said second 
prepayment amount based on said first prepayment amount (Id.). 

40. Rankl does not expressly recite the integrated circuit payment device is compliant with 
EMV '96 or 2000. However, Applicants admitted "IC cards compliant with either the EMV '96 
or EMV 2000 specifications are within the scope of the prior art" (Remarks, Page 9, Paragraph 
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3). Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the teachings of Rankl to substitute the generic smart card for one 
that is compliant with the EMV specifications to ensure compatibility with Europay, MasterCard, 
and Visa terminals. 

41 . Rankl in view of Applicants' admitted prior art teaches the device as described in claim 
37 above. However, it docs not expressly teach the specific data values recited in claims 38 and 
39. Nevertheless, the difference(s) are only found in the non-functional descriptive material and 
are not functionally involved in the steps recited nor do they alter the recited structural elements. 
The recited method steps would be performed the same regardless of the specific data. Further, 
the structural elements remain the same regardless of the specific data. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of patentability, see 
In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106. 

42. As to claim 42, Rankl further shows: 

said altering at least one of said pre-authorized balance and said pre-authorized 
limit comprises transmitting a script message to update at least said upper cumulative 
offline transaction amount data element (message is sent from the CPU to the EEPROM, 
Figure 2.7). 
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Claim Interpretations 



43. Claims 24-32, 35, and 36 are understood by the Examiner to be method claims. These 
claims recite a method to be performed on a particular apparatus. The claims are generally 
directed toward a particular smart card credit card being used as a stored value card. As noted 
below, Applicants admit that stored value cards and the particular card being claimed are within 
the scope of the prior art. Applicants submit that the particular card performing stored value 
transactions is not obvious (Remarks, Pages 9-10, paragraph spanning). However, structural 
limitations in a method claim do not distinguish the method from prior art that does not disclose 
the structure (Ex parte Pfieffer, 135 USPQ 31, 33, (Bd. Pat. App. & Int. 1961)). "This argument 
is applicable to claims drawn to structure and not claims drawn to a method. To be entitled to 
such weight in method claims, the recited structural limitations therein must affect the method in 
a manipulative sense and not to amount to the mere claiming of a use of a particular structure" 
(Id.). Thus, while the Examiner has cited a reference disclosing the structure, it is his opinion 
that it is not necessary for anticipation or obviousness. 

44. Claims 37-39 and 42 are understood to be apparatus claims. As such, they are subject to 
interpretation as outlined by MPEP § 21 14, wherein it says, "While features of an apparatus may 
be recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function" and "[AJpparatus 
claims cover what a device is, not what a device does." While the Examiner has cited references 
for the functional limitations that do not require an alteration of the structure for purposes of 
compact prosecution, it is his principal position that these elements do not need to be shown in 
order to show anticipation (i.e. "configured to permit electrical communication with an existing 
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point of sale integrated circuit card reader" in claim 37). It is suggested that the claims be 
amended to clearly show the structural elements to prevent issues associated with this type of 
interpretation. This interpretation is the general rule and applies unless lexicography is present 
or 35 U.S. C. § 1 12 6 th paragraph has been invoked. The Examiner has not located any 
lexicographic definitions in the instant application. Only the instances noted below are 
considered as potentially invoking the 6 th paragraph of section 112. 



45. Applicants have presented two "means phrases" in their claims. MPEP § 2181 I sets out 
a three prong analysis to determine if a phrase invokes the 6 th paragraph of 35 U.S.C. § 1 12 as 
follows: 

46. "A claim limitation will be presumed to invoke 35 U.S.C. § 1 12, sixth paragraph, if it 
meets the following 3 -prong analysis: 

(A) the claim limitations must use the phrase "means for " or "step for; " 

(B) the "means for " or "step for " must be modified by functional language; and 

(C) the phrase "means for " or "step for " must not be modified by sufficient 



47. This analysis is provided for the following "means phrases." 

Means Phrase 1 

48. In claim 37, "means for receiving at least one script command via said interface." 
(A) The phrase recites "means for." 



35 U.S.C. § 112 6 th Paragraph Analysis 



structure, material, or acts for achieving the specified function." 
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(B) "Means for" is modified by the function "receiving at least one script command 
via said interface." 

(C) There is structure, material, or acts for achieving the receiving. 
49. This phrase is concluded not to invoke 35 U.S.C. § 1 12 6 th Paragraph. 



50. In claim 37, "means for altering at least one of said pre-authorized balance and said pre- 
authorized limit." 

(A) The phrase recites "means for." 

(B) "Means for" is modified by the function "altering at least one of said pre- 



(C) There is no structure, material, or acts for achieving the receiving. 

5 1 . This phrase is concluded to invoke 35 U.S.C. § 1 12 6 th Paragraph. 

52. Applicants have not specified the corresponding structure for this phrase. 

Additional Findings of Fact 

53. It is the Examiner's factual determination that the following facts are old and well known 
in the art: 



Means Phrase 2 



authorized balance and said pre-authorized limit." 



54. Accounting Principles : 

g. "Assets = Liabilities + Equities" (Stice, Page 290, Key Point #2) 

h. Prepaid expenses are an asset (Stice, Page 123, Paragraph 1). 
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l. 



Cash is a paid in capital equity (Stice, Page 293, Exhibit 7-3, Transaction 2) 



J- 



The sale of an asset is represented as a credit (decrease) of the asset and the debit 



(increase) of the cash received (Stice, Page 293, Exhibit 7-3, Transaction 3). 

k. The purchase of an asset is represented as a debit (increase) to the asset and a 

credit (decrease) of the cash paid (Stice, Page 291, Exhibit 7-2, Transaction 4). 

1. The summing of debits and credits (one of which will be negative) results in the 

balance (Stice, Pages 292-293). 

55. Smart Card : 

m. Prepaid smart cards hold cash balances (Lee, C 1, LL 57-59). 

n. Smart cards contain a memory chip, microcontroller chip, and a data transfer 

interface (Rankl, Page 19, Figure 2.4). 



56. "The specifications for all versions of the EMV standards are available online. These 
specifications are both publicly available and widely used" (Remarks, Page 8, Paragraph 1). 

57. 'Applicants admit that stored value cards are within the scope of the prior art" (Remarks, 
Page 9, Paragraph 3). 

58. 'Applicants likewise admit that IC cards compliant with either the EMV '96 or EMV 
2000 specifications are within the scope of the prior art" (Remarks, Page 9, Paragraph 3). 



Admissions by Applicants 
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Additional Conclusions of Law 



59. In light of the findings of fact above, the Examiner has the following conclusions of law: 
o. When an item is purchased with a prepaid card, the item is debited (increased) 
and the cash balance stored on the card is credited (decreased). 

p. Maintaining a balance where the value is debited or credited with each transaction 
yields the same result as recording all the debits and credits and summing them, 
q. According to MPEP § 21 14, as noted above, in an apparatus claim, only the 
structure is given full patentable weight. Therefore, claims 37-39 and 42 are directed 
toward the integrated circuit device compliant with one of the EMV specifications. 
Applicants have admitted that "IC cards compliant with EMV '96 or EMV 2000 are 
within the scope of the prior art" (Remarks, Page 9, Paragraph 3). Therefore, the 
Examiner concludes that only structural differences over a card compliant with the EMV 
specifications are not admitted prior art and thus potentially patentable improvements. 

Response to Arguments 

60. Applicant's arguments filed 22 December 2008 have been fully considered but they are 
not persuasive. 

61. Applicants argue : 

62. "This interpretation assumes that the "prepayment" is referring to an amount which is 
credited to the IC device before the amount is withdrawn from the account. However, this is not 
the case. "Prepayment" refers to the fact that the money has already been withdrawn from the 
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person's account, but has not yet been spent by the person associated with the account; hence the 
money is paid in advance of receiving the goods or services it ultimately purchases" (Remarks, 
Page 8, Paragraph 2). 

63. Examiner's response : 

64. Definitions submitted in arguments are not read into the claims. Moreover, Applicants 
did not use the term "prepayment" in their original disclosure. Therefore, there clearly is no 
lexicographic definition. Thus, the Examiner is entitled to interpretation under the broadest 
reasonable interpretation for this term, unless it is subject to interpretation under section 1 12 
paragraph 6. 

65. Applicant's arguments with respect to the art rejections of claims 24-32, 35-39, and 42 
have been considered but are moot in view of the new ground(s) of rejection. 



66. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The Examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

67. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Conclusion 
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68. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 
Examiner, Art Unit 3621 



/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



